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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's final
rejection of clainms 1 through 8, which are all of the clains
pending in this application.

Appel lant's invention relates to a thermstor with a gap
portion between the peripheral edge of the ohm c el ectrodes
and the peripheral edge of the therm stor body, an insulating
coating where the peripheral edge of the ohm c el ectrodes
contacts the therm stor body at the gap portion but not at the

peri pheral edge of the therm stor body. Caimlis
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illustrative of the claimed invention, and it reads as
fol |l ows:

1. A therm stor device conprising:

a therm stor el enent body;

an ohm c el ectrode provided on a major surface of said
therm stor elenent body with its outer peripheral edge
positioned within an outer peripheral edge of said therm stor
el enent body, thereby defining a gap portion; and

an insulating coating forned at said gap portion at | east
where said outer peripheral edge of said ohmc electrode is in
contact with said therm stor elenent body, said outer
peri pheral edge of said therm stor body being free of said
i nsul ati ng coati ng.

The prior art reference of record relied upon by the

examner in rejecting the appealed clains is:

Shi kama et al . (Shikanma) 5,210,516 May
11, 1993

Clainms 1 through 8 stand rejected under 35 U . S.C. § 103
as bei ng unpat ent abl e over Shi kanma.

Ref erence is nade to the Exam ner's Answer (Paper No. 19,
mai l ed April 16, 1997) for the exam ner's conplete reasoning
in support of the rejection, and to appellant's Brief (Paper
No. 18, filed March 5, 1997) for appellant's argunments
t her eagai nst .

OPI NI ON
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We have carefully considered the clainms, the applied
prior art reference, and the respective positions articul ated
by appellant and the exam ner. As a consequence of our
review, we will reverse the obviousness rejection of clainms 1
t hrough 8.

The exam ner admts (Answer, pages 3-4) that Shi kanma has
no portion free fromthe insulative coating other than where
the el ectrodes are located. The exam ner therefore asserts
(Answer, page 4) that "to cover or not cover additional
surfaces with the insulating material is a nodification which
only requires routine skill in the art," and that "it would
have been obvious ... to provide the coating of Shikanma et al.
on all portions of the body except for the outer peripheral
edge for the purpose of |owering the manufacturing cost of the
device." Further, the exam ner states (Answer, page 5) that
t he proposed nodification is not contrary to the express
teachi ngs of the reference because "one of ordinary skill in
the art would realize that in order to reduce cost, a
conprom se to one advantage nay be necessary in order to
achieve a desired result while other advantages are

mai nt ai ned. "
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The examner is required to provide a reason from sone
t eachi ng, suggestion or inplication in the prior art as a
whol e, why one having ordinary skill in the pertinent art
woul d have been led to nodify Shikama to arrive at the clai ned

i nventi on. Uniroval, Inc. v. Rudkin-Wley Corp., 837 F.2d

1044, 1052, 5 USPQ2d 1434, 1438 (Fed. Cir. 1988), cert.
deni ed, 488 U. S. 825 (1988). These show ngs by the exam ner
are an essential part of conplying with the burden of

presenting a prima facie case of obviousness. Note In re

Cetiker, 977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Gr
1992). The exam ner's notivation for nodifying Shikam in the
particul ar manner necessary to arrive at appellant's clained

i nvention cones directly fromappellant's specification (page
3, lines 3-6) and not from any teaching or suggestion in the
prior art. "QObviousness may not be established using

hi ndsi ght or in view of the teachings or suggestions of the

inventor." Para-Ordnance Mg.., Inc. v. SGS Inmporters Int'l,

Inc., 73 F.3d 1085, 37 USPQ2d 1237, 1241 (Fed. GCr. 1995),

citing WL. Gore & Assocs., Inc. v. Garlock, Inc., 721 F.2d

1540, 1551, 1553, 220 USPQ 303, 311, 312-13 (Fed. Gr. 1983).
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In addition, "a proposed nodification [is] inappropriate
for an obvi ousness inquiry when the nodification render[s] the
prior art reference inoperable for its intended purpose. In
re Gordon, 733 F.2d 900, 902, 221 USPQ 1125, 1127 (Fed. Cr

1984)." In re Fritch, 972 F.2d 1260, 1265-1266 n.12, 23

UsP2d 1780, 1783 n.12 (Fed. G r. 1992). Shi kama states
(colum 2, lines 9-19) that the objects of the invention

i nclude providing a therm stor which is protected from both
external force which cause cracks and chi ps of the substrates
(colum 1, lines 41-46) and al so gases which penetrate into
the substrate (colum 1, lines 50-54) and which has little
heat | eakage. Shi kanma repeatedly enphasi zes that coating the
entire thermstor with glass, except where the el ectrodes are
| ocated, in addition to preventing mgration of silver ions,
prevents heat | eakage fromthe therm stor, gas introduction
into the therm stor, cracking or chipping of the substrate, or
peeling off of the underelectrode. Thus, elimnating a
portion of the glass coating does not nerely substitute one
benefit for another, as suggested by the exam ner, but rather
is conpletely contrary to the express purpose of the
reference, as argued by appellant (Brief, page 3). Therefore,
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we cannot sustain the obviousness rejection of the clains over
Shi kana.

CONCLUSI ON

The decision of the exam ner rejecting clains 1 through 8
under 35 U. S.C. 8§ 103 is reversed.

REVERSED

ERROL A. KRASS
Adm ni strative Patent Judge

BOARD OF PATENT

LEE E. BARRETT APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

ANI TA PELLMAN GROSS
Adm ni strative Patent Judge
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